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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Russell (US 3,866,601 ) in view of Baler (US 4,266,999). The cited patent shows in 
figures 5-7, a tube-shaped protective membrane (22) being folded and unfolded; the 
protective membrane (22) is attached permanently and hermetically to a tubular medical 
device (1 8). In relation to claim 2, figures 5-7 demonstrate that the moving-out of the 
protective membrane is automatically performed from the inside of the body. 

The Russell patent does not disclose a medical apparatus wherein the material 
permits tissue ingrowth. Additionally, Russell does not disclose the use of coatings in 
the surface of the medical apparatus. However, the use of materials that promote 
tissue ingrowth in medical implantable devices, and moreover, the use of coatings 
(biologically active substances) would have been considered conventional in the art as 
evidenced by the teachings of Baler. The Baler patent demonstrates that the use of 
materials to promote tissue ingrowth and the use of coatings are enhancements that are 
well known in the medical arts. Accordingly, for a person of ordinary skill in the art, 
modifying the apparatus disclosed by Russell with a material that promotes tissue 
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ingrowth and with a coating, as taught by Baier, would have been considered 
conventional in view of the proven conventionality of these enhancements. 

Response to Arguments 

Applicant's arguments filed on 10/14/2008 have been fully considered but they 
are not persuasive. In relation to claim 1, applicant argues on page 2 of the Response, 
that claim 1 is directed to an infection protection device for an endoexo-implantation and 
that in contrast the Russell patent is directed to speculum that operates in an unsterile 
environment. However, in a product claim, it is important to note that subject matter that 
discloses an "intended use" should not be used to differentiate over a reference. 
Therefore, the examiner of record considers the argument to be not persuasive. 

In relation to the issues of "pulling versus pushing" and "manual versus 
automatic", the examiner notes for the record that in order to differentiate from the cited 
references in the above rejection, applicant must disclose well defined structural 
differences to overcome the rejection. On the issue of "pulling versus pushing", an 
artisan skilled in the art would have recognized that the elements of the invention can 
be reversed in order to shift from pulling to pushing and vice-versa. Moreover, both, 
pulling or pushing are defined as functional language. 

Finally, concerning the issue of manual versus automatic, the examiner of record 
notes again that functional language alone can not overcome the rejection. The claim 
should define the structural elements that make the function automatic. Since these 
structural elements are not clearly defined in the claim, it would not be unreasonable to 
maintain the rejection. 



Application/Control Number: 10/822,214 Page 4 

Art Unit: 3763 

Conclusion 

Applicant's amendment necessitated tine new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Manuel A. Mendez whose telephone number is 571- 

272- 4962. The examiner can normally be reached on 0730-1800 hrs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Nicholas D. Lucchesi can be reached on 571-272-4977. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Manuel A. Mendez/ 

Primary Examiner, Art Unit 3763 

Manuel A. Mendez 
Primary Examiner 
Art Unit 3763 
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